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The amendments are as they were presented in the 12/3 1/2007 Response because they 
have not yet been entered, 

'! he amendment to damn 9 and 1 3 is to remove the phrase leuaidtnu the c.ipsuie 
hang tnado ofa phanndceLUicajh acceptable niatcnal lauthennoit clann uas anitndtd to 
be inuic gi.^^m)dlf^.dl!^ a>nuct, chdtignig "R> in}ect \imi iordease' lo mies-tinji jdJ 
'rcieasing' thcv would be consistent \sith "tisnig " I he format \\&f> changed, adduig haid 
returns and indentation, tJie latter of which is identi fied with underlined space. Support is 
found on at least page 3, lines 2-7, 

Claims 9 and B were amended to add "clamp and" with the amendment being 
supported by the description on at ieast page 3, lines 2 to 7, and the description of the 
drawings starts ng on page 5 and the drawings. It directly derives from the description that 
the sealing clamp can be opened or closed. When it is closed, it clamps and holds the capsule 
in a precise and reproducible position, Afler sealing fluid is injected in the overlap of the 
coaxial, teiescopicaliy -joined body parts, the capsule is "released" properly. 

The amendments do not add new subject matter. 

Remarks-Peading Reiections/Commente from the USFTO; 

35 tT.S.C. 102(b) Reieetioas from 1 1/1/2007 Final Office Action 

The rejection of Claims 9, 1 3, 14, 1 5, and 1 7 as being aiiticipated by Gaster (US 
2001/0019055, hereinafter Gaster) was maintained. The rejection alleged that Gaster teaches 
the claimed process as evidenced at paragraphs 0017-0018 and figures 5-6. 

In response to Applicant's t espouse to the non-Final Office Action mailed Febniar>' 
23, 2007, the Final Office Action states that Applicant's argument that Gaster does not teach 
teiescopicaliy joining tlie overlapping bodies is misplaced "because it is clear from fig 5 of 
Gaster that the overlapping bodies are telescoped, i,e., lid 57 is telescoped within body 56." 

35 O.S.C 103ra> Rejections from 11/1/2607 Finai Office \ciion 

The rejection was maintained against Claims 10 to 12 and lb as hang unpatentable 
over Oasttf tor the reasons pro^'ided for the rejection based oss , 2d') R(.<.'Otvi'n<.' ol.iuns 10 
to 1 2, ii wa^ further alleged that it is well-known in the molding an to clean a muSded 
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product after molding and a molding appamtus before the next molding cycle. Thus, it was 

alleged, that it would have been obvious to one of ordinmy skill in the art at the time the 

inventjon was made to clean the excess seaJing fluid from the claimed locations in order to 

produce a high quality puHluct md w e v j p opet moiuing uptfiauon ilegaiduji; chiun 

io ti \%as <il!egv.'d that stahng clan)[^'^ >.m"_,c^ ii g and sucth^n pmts <i!o ueil-knonu tn the 

molding att ds t.nt.cti\c n)L.ans U>i posittotKrg 'ltuI leleassng a psefoim 1 hus a was alleged, 

that it would ha\c been obvious to one of oidmaiA skill m the art at the tmie the mvcmson 

was made to include airing and suction ports in the apparatus of Gaster in order to enhance 

the positioning and releasing of the perform within the apparatus of Gaster. 

In response to Applicant's challenge of Gaster as beirjg norj-analogoUvS art, the Final 

Office Action stated: 

In regard to non-analogous art, applicant is reminded that it has been held that 
a prior art reference must either be in the field of applicant's endeavor or, if not, then 
be reasonably pertinent to the particular problem with which the applicant was 
concerned- in order to be relied upon as a basis for rejection of the claimed invention. 
See In te Oettker, 977 F.2d 1443, 24 US:PQ2d 1443 (Fed. Cir. 1992). In this case, 
Gaster is reasonably pertinent to the problem that the instant invention addresses, i .e., 
sealing capsules in order to avoid leaking of asn? content to the outside or 
contamination thereof The process and apparatus of Gaster ensures that the contem 
within the container/capsuie is not leaked by pioperiy sealing the telescoped bodies of 
th e container/capsule . 

The Final OMce Action provided US 3S47694, US 4235832, US 4261947, and US 
4628850 as being pertinent to applicant's disclosure. 

Arguments: 

Applicant respectfully requests withdrawal of rejections raised in the non-Final Office 
■Action but not maintained in the pending Final Office Action. 

A previous 102(b) rejection to Claims 9 and 13 as being anticipated by 
Bodenmann et al (USPN 4196565), was not presented but does not appear to have 
been withdrawn, 

A previous 102(b) rejection to Claims 9, 10, 13, and 14 as being anticipated 
by Lebrun et al (USPN 4940499) was not presented but does not appear to have been 
withdrawn. 
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A previous 103 rejection to Claims 1 1 to 12 and 15 to 17 as being 
unpatentable over Lebrun was not presented but does not appear to have been 
withdrawn. 



Applicant respectfully traverses all maintained rejections. 



102(b) Rejection 

Applicant respectfully traverses the 102(b) rejection. Appiicant maintains the 

position Uiat Oastei faiis to disclose e\ c \ e e T^ent of the ptndmu in\emum v hen the tenns 

aie giscn tiKif phm HKantng <md iw v f< it of t t spc^^JliL mon 

\ d urn is tniK i> .'Lt' (I I V K d L\ L > V L K 11 is SL !onh id jIk <.! \im is 
tound utik! eKptess!\ oi inr<.!cm ^ tcsk, 1 eJ mi ..i siiMle pi km an KieiciKt 
VefdegallBios \ I tnonOJi o ofi aitfot}iM bi4F 2d62b <iil 2 1 SPQ2d iOSl, 
I06'J(!-'ed Ci! 198"") When a cfann coseis sexeial slructmesoi coniposiyons 
either genencall> or as alternatives, tlic claim is deemed anticipated if any ot the 
structures or compositions within the scope of the claim is known m the prior art. ' 
HffMfn' 5U,26^F^d 1340 nS| 60 ( SPQ2d 1^76 (Fed Or 200!Hc!aimto 

I svstcin for sottmtr a comput<.r clo<.s V in of)s^ I'l^t ' ^ \V ^^-^ ^ht \ cii "'f^OO 
(\ 2K) pioliitm appliLabk U) 'Olou s H t \ * i k s' >k oi l\ o-dsiilt, 

thicc-Jigit or (out-digit (cptcstntalions, was held anticipated b\ a s>stein ihdt 
offsets vear dates in only two-digit formats). See also MPbP213 1.02 " The identical 
invention must be shown m as complete detail as is contained in the claim." Rwhlaml 
X Sii::uki Mokn ( o 8o8r2dl22o i2^^6 0 lfSP02d 192(nrcd Or !<)89) 

The elements must be audimed t^s r<,v i >red b\ the claim but is not an tpsiwtmis 
xcflu^ test J c idcntitv ot lermuioiog> is not icquucd ////<.' Bo/iJ 010 1 2J SH, 1^ 
LiSP02d \ 566 (Fed. Cir. 1990). Note that, m some circumstances, it is peimissible to 
use miiltipie references in a 35 U.S.C. 102 rejection. See MPHP § 2131.01. [IVIPEP 
2131.] 

During patent examination, the pending claims must be gis en tlieii broadest 
icasonablo intoipi elation consistent with die spcufjCiiliv-in ' The Fcdcta! Cucuit's en 
hifh decision m Phi/hps v 4U Ih 'o'jk 41"^ ]r .W \ ^i^, 7M ^SP02d 1 ?2 1 {^ed Cir. 
2005 ) espjessiy lecoi^m/ed that the 1 "SP TO empUss s the 'biuadest leasonabie 
i nterpretation" standard : 

1 ho Patent and IrademarK Oftlcc (' P'l O") detcinunes the scope vif 
claims in patent apphcations not soieK on the basis ofthe claim language, but 
upon gi\ing claims their broadest icasonable consiaiction "in light of the 
specification as it would be inteip.eted b\ one ot oidmat~\ skill in the art " In 
/cAm JiuJ ofSu U'Ji ( ^i^-"! k] nn4[ 7c TSI 02d 1 

(Ted L tj 2tH)4) h)LkcJ ' _ c- . -e ^^10 lequjit- that app!ii.aiu>u claims 
must ' contbnn to the mventton as set foith m the remainder of U>e 
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speciftcatton and the Lenv.s ar.d plijase^- isscd in the daims \mm find ciear 
support or antecedent basis in the descriptioti so that the riiean'uig of the terms 
in the claims mav be ascertainable bv reference to the description " 37 CFR 
1.75(c1)(i). 
[MPEP2lli] 

"During examination, the claims must be inteipreted as broadly as their terms 
reasonjhK .lilov. J/ue American Atack my of Science Tech Center, 367 K 3d 1359, 1369, 70 
USPO^tl 1^-7 lS>4<red Ctf 2(H)4) (The USPTO uses a ditTcicnt standard for conatiuing 
claims than Uidt us^jJ b\ disiiict ccjits, Ji^ri. t\.'" ^IMO i ui\e chums 

their broadest icaionabie intej pi elation in hglu of the sptcifivaiion ) 1 his> means that the 
words of the claim must be given tlieir plain meaning unless the plain meaning is inconsistent 
with the specification," MPEP 21 11. 01 (I), references omitted. 

"Tlie ofdinaty and customary meaning of a term may be evidenced by a variety of 
sources, including ''the words of the claims them selves, the remainder of the specification, 
the prosecution historv% and extrinsic evidence concerning relevant scientific principles, the 
meaning of technical terms, and the state of the art" Phillips v, AWH Corp., 415 F.3d at 
1314, 75 USFQ2d at 1327. If extrinsic reference sources, such as dictionaries, evidence 
more than one detinhion for the term, the intrinsic record must be consulted to identify which 
of the different possible defmitions is most consistent with applicant's use of the terms. 
MPEP 21 1 1.01 (III), references omitted. 

When talking with the Examiner during tiie telephone interview held on December 

20, 2007, it became apparent that Applicant needed to clearly establish to where the sealing 

fluid goes to seal the overlapptrig [xxiy iJarts^ to distinguish the pe;idt;ig invention from 

Ga,ster .\pplicant \sdl tocu^ ou the t\\o clau<;?.s ideniitled during tht- tt-lephone iatervievn in 

.Applicant's specification page 3, lines 4 and Applicant piovides the follouiiig passage to 

assist with the clarification; 

The piesent invention aims at providtiig an nnpi o\ed method and apparatus 
for sealing tele,sc<')pica!h iunicd cip-^iules xsith coavial paitls <')\ei lapping bodv parts, 
tiirough subsequent application of a sealing lluid and aii iniprovemeiit of the fluid 
itijection phase in order to reach the maximum volume available in the overlap of the 
body parts while the capsule remains free of residual liquid on its surface. 

With respect to this object the present invention provides a method and an 
apparatus tor sealing teiescopicaily joined capsules with coaxial partly overlapping 
body par ts as defined in the appended claims. Sealing clamps are used to seal 
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efficiently hard capsiiles. Fiiled or einpiy capsuies are to be otieiued before the 
sealing operation. The seaUng clamps hold each capsuie in a precise and repri.iducibSe 
upright position. A known quantity of sealing fluid is injected hi tfaeoyerlat> of the 
body parts within a well-detlined volume. The excess of sealing fluid is removed 
from the outside of the capsule shell. Moreover tlie excess of sealing fluid is removed 
from the sealing ciamp to prevent build-up of sealing fluid. Finally the capsule is 
released properly. 

The use of spray clarsips ifistead of bushi ngs or any other apparatus enables to 
limit the zone where the sealing fluid is injected to the oyeria|i of the body parts, 
The design of the sealing clamp limits the location of the sealing fluid to the interior 
volume of the clamp. The excess of sealing fluid remaining in the clamp is recovered 
tltfough suction channels. [Page 2, line 21 spanning to page 3, line 12, emphasis 
added.] 

The sentence about the sealing fluid being injected "to the overlap" (page 3, line 9) is 
relevant to where the sealing fluid is limited rather than saying where the sealing fluid goes. 
In the pending application, sealing fluid is injected "in i^te overlap'' (Pending Application, 
page 3, line 4). Put another way, the injection of tl>e sealing fluid is limited "to the overlap" 
(Pending Application, page 3, line 9). The two clauses identified by the Examiner mean the 
same thing but are presented differently. Due to the tightening effect applied by the sealing 
clamp to the capsule, the zone of distribution of tlie sealing fluid is more limited to the 
overlap. This allows a more precise application of the sealing fluid in the overlap, so a 
reduced volume of sealing fluid is required, and, therefore, the risks of remoistening the outer 
surface of the capsule by the sealing fluid are mtmmized. 

When read as a whole, the pending invention uniformly describes the application of 
the sealing fluid in the overlap of the coaxial body parts having an overlapped section when 
telescopically joined. When tliese paragraphs are read as a whole, in light of the whole 
specification, including claims, .Applicant's invention requires: 

(1) sealing a hard shell capsule 

(2) having coaxial body parts which overlap when telescopically joined, comprising: 

a. using a seali ng clamp to clamp and hold the capsule in a precise and 
upright position, 

b. injecting a quantity'- of sealing fluid in the overlap of the joined body parts; 
and 

c. releasing the capsule. 
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The invention also concerns an apparatus comprising a sealing clamp to clamp and hold the 
hard shell capsule that is to be sealed by the method described. 

Gaster does not describe ever\' elemeat of .Applicajit's invention, and, therefore, 
cannot anticipate it. The Final Office Action references FIG 5-6. However, the process to 
make the product in FIG 5-6 is the same as to make the product of FIG 1 -3 (Gaster, [00 i 8]), 
so the whole specification will be refefenced to distinguish Gaster from the pending 
invention. 

F-K.S, 5 and 6 v.{t.pi;.t a pu^v.c-is <5'Ki j i lI ^ i I u to ihe coiu »nn 1^ c^ct^pi Uiat 
thi6 psoduct IS in the form of a cslmdiKal diuni 51 ot (he l\pe commonly used ni 
vanous mdustries. The drum has a circular cross-section, formed of a body 56 and a 
hd 57 rhe bodv has a flange 59 extending completels around its uppei open end 
and a nntinu tl-^n^c 58 cxtondum completel> around thete«ound [sil] The hd has a 
cioss-stuiion Lt.|u li to the ;.{oss section of Ihe bod\ and tht fl -jngt, oi the lid sus 
aganiit thv nonuc oi thu hods as shown The mold membtj-TS 52 and 53 are similai m 
design to the mold mcm bcii. 1 1 a nd 12 of the cailiei dcbcnbcd embodiment and haxe 
j^pgnings .54 and 55 h i c h the o\ er-mokhnii inateimj ma\ b^^ Seals 61 

and 62 are instrted into the nwld incniheis as shown to pio\ idc estja seaim ^ In^ween 
the membei s Ihe o\er-m oidiaa plastic m atciiai 30 is intioduced mto th e mold 
»lg.fflbeTs in a man the ton luioijs descjibed with tespgcl j o I U, i^jM. 

pio\jdci» a molded scgmeni f>4 aioi n 1 k (1 in«^t,s to Vxk Uk hd an J bod\ k';^'Lthof[ j 
similai to rhe locking described \ 'Os^-itv> so 1 1<> 3 Opcnin js 62 and 63 ate 
piovAd.ed.!.n.a.>.pacMp en^ ^^ 

matenai may flow through the openmgs for extra locking, as with the FIG. 3 
aiiangeinent 1 he drum mav be of anv configuiatfon usefiil tn vanous industnes ^s 
is the ease sn the pio\H>ns'\ c^Sv 'Fed cnibodtn^ent this daim md\ be used to enclose 
an mnt! com tifict \ I I s t ^> astv n iicn i c njv [sit] be scni to a eustonKi 
who will place {he waste matenai such as sewage eilluent, diiecth m the bod\ 56 ol 
the container, and then secure the hd 57 to the body \n the manner described, [Gaster, 
page 2, bottom first col spanning to second col. emphasis added,] 

"[A] principal object of [Gaster] is to form an over-moided product comprising 
multiple components secured by a thermosetting plastic material." Gaster, [0004], emphasis 
added. "The liquid plastic materia! is introdiiced into a mold which is positioned around 
the abHtting anti a acent [flanges] of the components Gaster, [0003], emphasis 
added, Gaster uses a clamp of any suitable means to clamp mold members together, [00 ! 7], 
The mold members have central openings. [0016], The two components are held in place by 
the central openings of the mold members, so the i nner surfaces of the flanges are abutting. 
Furthermore, the flanges are placed in oftset portions of the mold. The over-molding 
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material is injected into the mold to form an outer solid mass of material which envelopes the 
abutting flanges of the components. [0017]. The material is now in the form of an outer 
solid mass of material 39 having a generally U-shaped configuration which envelops the 

flanges 22 and 23." Gaster, [0017], Like the over-mold materia! in FIG 4, the over-molded 
material for the product of FIG 5-6, e.g., segment 64, is around the flanges and through the 
openings of the flanges of Hd 57 and body 56 and does not go between lid 57 and body 56. 
See FIG 6. 

Applicant appreciates the fact tJmt in Gaster, the flanges have openings liuough which 
the molding material flows, e.g., 37 and 38 (FIG 1, page 2, col. 1, lines 1 to 3 and about lines 
23 to 25) and 62 and 63 (Gaster, page 2, [0018, second column, about lines 18 to 22]). 
However, the molding raaterial flows ''through'' the openings. Gaster does not disclose 
anything to indicate that the plastic material flows between either the abutting tlanges or the 
components, e.g., the lid and the body in FIG 5. In fact, Applicant finds no description in 
Gaster of tlie mold material being anywhere e-Kcept around, and through openings in, the 
flanges. The different shape of the drum in ¥IG 5-6 of Gaster does not result in Gaster 
describing all elements on Applicant's invention. It is Applicant's position that improper 
hindsight has been used if it is alleged that the plastic over-molding material is said to flow 
between the lid and body of any components discussed in Gaster. 

To be clear, AppHcanf s invention requires that the sealing Ouid be injected so it seals 
the capsule in the overlap of the coaxial, telescoptcally joined body parts of the capsule. 
.Applicant now directs attention to tlie specific independent claims to identify this 
requirement 

Oaim„9; The essential elements of claim 9 are 

(1) sealing a hard shell capsule 

(2) having coaxial body parts which overlap when lelescopically joined, 

comprising; 

a. using a sealing clamp to clamp and hold the capsule in a precise and upright 
position, 

b. injecting a quantity of sealing fluid in the overlap of the joined body parts; and 

c. releasing the capsule. 

Gaster fails to disclose at least two elements: 
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(A) The sealing process and apparatus in Gaster describe securing an over-molded 
product From Gaster as a whole, the "outer solid mass" does not flow between components 
but secures them together by flowing arouiid, and through openings in, flanges that are part 
ot the cumpunents \othing jo (iastei nuifcate^ " ja. i \^ i ■ r v ,ai llows bet ween 
Gauges <n the !k1 <iud bcKK of ilie ptoducT v\ i^us.^' ii^oai .\ at east the requirement tliat 
the se.^ling tluui m Applicanf*. unenhon sc.^ i ■-e L.^'^vjk in (he o\ ei iap ot the coaxial, 
telescopically joined body paits, Gaster cannot anticipate Applicant' s claim 9. 

(B) Gaster also fails to describe "coaxial body parts which overlap when 
telescopically Joined" with regard to Hd 57 and body 56, To assist with this discussion, a few 
definitions relevatit for "telescopically" are provided: 

"telescopically" as it relates to parts, is "having parts that telescope" 
"to telescope" means 

"to slide or pass one within another like the c>'lindrica! sections of a hand 
telescope", 

"to force a way into or enter another lengtiiwise as the result of coiiision", or 

"to become telescoped" 
WEBSTER'S New CoHegiate Dictionary', 1977, page 1 198. A copy can be provided if 
needed 

For Applicant s invention, "to slide or pass one within another iike the cylindrical sections of 
a hand telescope" is most consistent with the term used throughout the specification and 
claims. 

In Gaster, lid 57 and body 56 have flanges that abut. The lid and body meet only as 
far as the flanges allow before abutting. Furthermore, it appears that lid 57 is supported by 
body 56 from the 90~degree bend on which lid 57 sits. See, e.g., FIG 5. Therefore, when 
Gaster is read as a whole, the lid and body cannot be telescoped like sections of a hand 
telescope. The text of Gaster may have the word "cylindricar' but it is modifying "drutif ' 
where drum is only part of the components. The two components cannot slide or pass one 
within another like the cylindrical sections of a hand telescope because the components are 
not cylindrical and have no corresponding surfaces able to slide one on the other when the 
components are mutually engaged or disengaged. Furthermore, the components have flanges 
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that do not appear to be considered in the Final Office Action. These abutting flanges also 
distinguish the disclosure in Gaster from Applicant's invention. 

For at least the forgoing reasons, all of the elements of Claim 9 of the pending 

nnention caunot be tiescnbeU m Gaster \pp' va'\ incefore respectfuils recjue.sis the 
vMthdtav\<il nfthe \02{h) rejcotuiu of Claur I f fnc 't-jection js not witbdiawn, to the extent 
that (he [ ^anmin f ehes on his personal knov\ ledge fur the basis of the 102(b) rejection. 
Applicants request an affidavit 37 C.F.R. 1 . i04(d)(2). 

Oaim 13 and claims dependeat thereon: 

The non-Final and Final Office Action state: "GavSter teaches the claimed process as 
evidenced at paragraphs 0017-0018 and figs 5-6," Claims ! 3, 14, 15. and 1 7 do not concern 
a process but an apparatus, The non-Final Office Action is silent as to how Gaster 
anticipates the apparatus. The Final Office Action mentions that the amendment reciting that 
the capsule is made of pharmaceutical material is not germane to the patentability' of the 
machine/apparatus; however, does not identify any part of Gaster as it relates to anticipating 
Applicant's apparatus. 

Applicant incorporates herein the arguments previously made regarding how the 
product in Gaster is made with the over-molded section being on the outside of the product 
around, and tlirough openings in, the Hanges. .Because (laster concerns an outer molding and 
Applicant's invention concerns an apparatus for, imer a/ia, providing a means to inject 
sealing fluid in the overlap of coaxial, telescopically joined body parts, Gaster does not 
anticipate the apparatus of Claims 13, 14, 15, and 17. Downsiidng the mold and suitable 
clamp of Gaster will not describe Applicant's invention for at least an apparatus having a 
means to inject sealing fluid in the overlap of coaxial, telescopically joined body parts. 

For at least the forgoii^g reasons, ali of the elements of Claim 14, 15, and 17ofthe 
pending invention cannot be described in Ciaster. Applicant, therefore, respectfully requests 
the withdrawal of tlie 102(b) rejection against these claims. 

if the rejections are not withdrawn, to tlie extent that the Examiner relies on his 
personal knowledge for the basis of the 102(b) rejection. Applicants request an affidavit. 37 
C.F.R. 1 . 104(d)(2). Applicant further requests more details regarding how Gaster anticipates 
Applicant's apparatus. 
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Applicant respectfully traverses the 1 03(a) Rejection. Appiicajit believes that the 
procedural and substantive reqiurements to support the 103 rejection have not been and 
cannot be satisfied. .AppHcant also maintains the position that Gaster is non -analogous art 
and that it fails to describe Applicant's invention wi-ien tiie terms are given their plain 
meaning and read in light of the whole specification. 

Before the mailing of the Final Office Action, the USPTO provided guidelines 
regarding obviousness rejections foiiowing the decision of KSRIfH V Co, v, Tekfiex> Inc., Ho 
04-1350 (U.S. Apr. 30, 1997). Federal Registei; Vol. 72, No. 195, 10/10/2007, page 57526. 
The notice states, in pertinent part; 

Once the Graham factual inquiries are resolved, Otiice personnel must 
determine whether the claimed invention would have been obvious to one of ordinaiy 
skill in the art. 



.... The key to supporting any rejection under 35 U.S.C. i03 is the clear articulation 
of the rea.soi)(s) why the clain^ed invention would have been obvious. The Supreme 
Court in KSR noted that the anaJysis supporting a rejeciion under 35 U.S.C i03 
should be made explicit. The Court quoting /« re Kahn, stated that '"[R] ejections on 
obviousness cannot be sustained by mere concbsory statements; instead, there must 
be some articulated reasoning with some rational underpinning to support the legal 
conclusion of obviousness, [kl, 57528-57529,] 

Obviousness is a question of law based on underlying factual inquiries. The factual 
inquiries enunciated by the Court [in Graham v. John Deere Ca ,383 U.S. 1, 148 
USPQ 459 (.1966)] are as foHovvs; 

(1) Determining the scope attd content of the prior art; 

(2) Ascertaining the differences between the claimed invention and the prior 
art; and 

(3) Resolving the level of ordinary skill in the pertinent art.. 

Objective evidence relevant to the i.ssue of obviousness must be evaluated by 
Office personnel, , . . 

The question of obviousness must be resolved on the basis of these factual 
detenninations. While each case is different and must be decided on its own facts, 
the Graham factors, including secondary considerations when present, are the 
controlling inquiries in any obviousness analysis. .... 
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Office poisuunel iulil 1 ^',1. w ; ot racinTKloT when fesoivHig the 

( haham inquiries It must be remembered that while the ultimate detonnuiation of 
obviousness is a legal conclusion, the underlying ( rfuhatn inquiries are factual When 
making an obviousness rejection. Office personnei must ttierefore ensure that the 
wntten sccoiJ includes findings of fact concerning the state of the art and the 
teachings oi'ihe ictV-t-iLes applied I acusal ^udnig^ made by Oflice personnel 
aic ihe nccessatv iindotpu^nmgs lo establish obviousness 

Once the findings of fact are articulated. Office personnel must provi de an 
explanation to support an obviousness rejection under U S C 103 3^USC 152 
requires thai the appiicant he '-n-ified of -he reasons foi the rejection of the clami so 
that he 01 -she can dccule how l\ s- to .MOi^ceJ (leaih setting ioiih tlnUtntis of fact 
and the iationa!e(s) to suppo-t K.\ca on in Ot>xc action ieads 10 the pionipt 
resolution of issues pertinent to paiemabunv. 

In short, the fivus when niaksng a deieimnialion of obxiousncsh sshould be on 
what a person of oidinan s^kili in Uie peitinent ait would have known at the time of 
the invention, and on what such a poison would ha\ e reasonably expected to have 
been able to do in view of that knowledge. This is so regardless of whether the source 
of that knowledge and ability was documentary prior art, general knowledge in the 
art, or common sense. What follows is a discussion of the Graham factual inquiries. 
[Id. at 57527, citations omitted.] 

These passages can only be taken to mean that a Graham factual analysis is a 
necessary first step of every rejection based on obviousness and that the factual analysis must 
be articulated on tlie record. 

tn the non-Final Office Action and Final Office Action, with regard to CSaster, it is 

simply stated : 

( iaims and K~> aie teicctcd undoi 3^ 1' S <" 103{a) asbeing 
unpatentable o\ci Gastcr (I S 200 1/001905 5) The above teachings of Gastci aie 
incorporated hereinafter. In regard to claims 10-12, it is well-kiiown in the molding 
to clean a molded product aftei molding and a nwlding apparatus before the next 
molding c>cle Thus it would ha\ 0 ^ci. p ^-su 1 ^ ,s to o-k of ouiinaiy skill in the art at 
the time the in\emu)n was iracv. k> ^ . if 1. . > .ss s,.. ,) iluiJ from the claimed 
locations 111 ouici to produce IvA. q.,, ■ \ u,-v5 .nid to ensuio a piopci molding 
opciation In ieg,ud to claim 16, sealing clamps having airing and sucdon ports aie 
\seil4aiown m the molding ait as effectne means for positummy and releasing a 
piefoim Thus, it would ha\e been ob\ious to one of oidinars skill m the aii at the 
time the invention was made to include airing and suction ports in the apparatus of 
fiasfej in order to enhance the positioning and releasuii: of' the pietbim vsitbin the 
apparatus of Gaster 

I'lisl '\ppiicdnt challenges Uie sKfili,.!cre\ of the i in.ii Ot'tke \ction ioi failing tt) 
CvinipK wuh the lecent guidelines implemetnmg the derails icquiicd in obviousness 
rejections as presemed in KSR. See, Federal Register, VoL 72, No. 195, 10/10/2007, page 
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57526. Applicant contends that the reasons supporting the rejection are conclusory and do 
not provide the analysis required under A'^S!??, citing Graham. See also, 35 U.S.C. 1 32. For 
example, it is stated that it is well known to clean a molded product at\er molding and a 
njoidioy apparatus befoje the ne\t mo!din<i c\c!e \<in-hnai and hnai Oftloe Vctiuus 
Althoud) the \-nui\ Otftoe \ction lisb \ 'S patents tbi the st^te of the ait, the Vma\ OiUce 
\LUon fdils Hi puAiJu am dekJih segauiu^g foi which LlamKs) the lefcitJOLes aie being UvSed 
as the state of the art mid what each reference establishes as the state of the art. 

Applicant recjuests a thorough Graham factor analysis of each reference relied upon 
for the obviousness rejection if the claims are not allowed. It is Applicant's position that tlie 
pending allegations lack sufficient details to shift the buTxien to Applicant bec-ause said 
allegatjons are insufficient to establish a prima facie case of obviousness and fail to comply 
with the decision in KSR and the guidelines pubiished October iO, 2007 by the USPTO 
following KSR. 

Second, Applicant again challenges the use of Gaster as non-analogous art and now 
challenges the use of the state-of-the-ait references cited in the Final Office Action as non- 
analogous art. The MPEP states at2141.0i(a). Section I: 

The examiner must determine what is "analogous prior ait" for the purpose of 
analyzing the obviousness of the subject matter at issue. "In order to rely on a 
reference as a basis for rejection of an applicant's invention, the reference must either 
be in the fi eid of applicant's endeavor or, if not, then be reasonably pertinent to the 
particular problem with which the inventor was concerned." /« re Oettker, 977 .F.2d 
1443, 1446, 24 USPQ2d 1443, 1445 (Fed. Cir. 1992). 

W hen it'!>ponduitr to \.pp!icant s challenge of Gaster as analogous art. the Final 

Oilice Action states, m pertnierti part: 

In ih]s cast, iiasJer is sc> ) jM\ il ' > irc ol^k-m thai the uistan! ni^ cntion 
addics,ses i c , scalnig capsules vn iirder lo axojd leaking ol au) content to tht.' outside 
or contamination thereof. The process and apparatus of Gaster ensures that the 
content withjn the contamer/capsule is not leaked by properly sealing the telescoped 
bodies of the container/capsule. 

-Applicant disagrees with tlie statement regarding the problem to be solved. 

A prerequisite to making this [obviousness] finding is determining what is 
"prior an," in order to consider whether ''the differences between the subject matter 
sought to be patented and the prior art arc such that the sab|cH't niaU 
would have been obvious at the time the in\ entioii was made io a person having 
ordinary skili in the art ." 35 U.S.t' .Section 103. Although Section i03 does not, by 
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Its lefuis deOnL the dji{ouh!<-i L i. ^ "^k... n attci [sought tii patLntodj 
pertains this daei minatson is tVcqucntlv couched m teims ot whethci the art is 
analogous or not, i.e. , whether the art js ''too remote to be treated as pnor ait" In re 
Sovish, 769 F 2d 738, 741, 226 USPQ 771, 773 (Fed Cir 1085) [/« re Oay, 966 
F.2d 656: 23 USPQ2d 1058, 1060 (Fed. Cir. 1992). emphasis added.] 

In C/m', the invention w&s a process for storing refined liquid hydrocarbon product in 
a storage tank having a dead voliune between the tank bottom and its outlet port. Two prior 
art references were cited. The court in Clay discussed the two factors both Applicant and 
Examiner have cited for evaluation of whether tlie references were proper. The court, 
determined tliat the references were not within the same tleid and that the references were not 
proper because the problems to be solved were not reasonably pertinent to the problem of 
Clay's invent! on: 

Even though the ait disclosed in [the] Sydansk [reference] is not within Clay's 
field of endeavor, the reference may stili properly be combined with f-!etherington if it 
is reasonably pertinent to the problem Clay attentpts to solve. In re Wmxi, 599 F.2d 
at 1036, 202 USPQ at 174. A reference is reasonably pertinent if, even though it may 
be in a different field from tiiat of the inventor's endeavor, it is one which, because of 
the matter with which it deals, logically would have commended itself to an 
inventor's attention in considering his problem. Thus, the purposes of both the 
mveHti ^ at e important in determininsf whether the refem i<;;e 

i s reas pertinent to t he problem the in vention attempts t o solve. If a 

reference disclosure has the same purpose as the claimed invention, the reference 
relates to the same problem, arui that f>ict supports use of that reference in an 
obviousness rejection .An inventor may well have been motivated to consider the 
reference when making his invention. If it is directed to a different puipose, the 
inventor would accordingly have had less motivation or occasion to consider it. [Id. 
at 1060-1061, emphasis added.] 

See also. Fed. Reg., Vol. 27, No 195, p 57528, citing MPEP 2141.02. 

Like in Chy, the problem solved by the pending invention is different from the 
problem solved by the reference (Gaster). 

Applicant incorporates heresn all arguments pro\idcd Mipui uhcn jcspoudnig to the 
1 02(b) rejection based on ( J ^. . u > (.i i v t '\it 1 s. } n)r>lt.in tv) be sohcd 

has been too simplified, impjopcih u^mg hindsight to dcnvc Appiudsit s onuon tioni 
Gaster. Applicant, therefore, provides an alternative inteipretation of the problems solved in 
Gaster and the pending invention: In Gaster, the problem is to avoid high temperatures (e.g.. 
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between 400 and 600 degrees F) and forcing the melt into the mold cavity at pressures that 
are nomiaily between 12,000 mid 16,000 PSI. See Gaster, page 1, [0003J. 

However, the pending iirvention concerns sealing hard shell, coaxial, telescopically- 
joined body part-s made of pharmaceuticaHv accepiahle materiai bs injecting sealing fluid in 
the o\edap of ihe joined body parts. Thereibre, one ofoidsnarv '^kill in tlie art of 
pharnuiceuitcai develojMneni would noi look lo technology fcM" making dver-nuikied products 
using liquid plastic to avoid high heat and pressures to solve tlie problem solved by 
Applicant's invention. 

In further support of Applicant's invention, Applicant directs special attention to uses 
of polydicyclopentadiene (PDCPD), the preferred molding material of Gaster, [001 8], A 
google search of polydicyclopentadietie provided many hits. The following is taken from the 
Wikpedia reference, the pdf was attached ais Appendix A in the 12/31/2007 Response and is 
of record; 

Applications 

Since PDCPD is still a young material, the mmiber of applications is quite limited. 
The major success story is in the field of body panels, mainly for tractors, 
construction equipment, trucks and hu.ses In tfie industria! applicadons, the main 
success sto.tv is components for chlor-aikali proditction (e.g. cell covers tx>f 
electrolyzers). Other a,t?,plica^^^ 

cQmbiaation with rigidity, 3D design and/or corrosion resistance is required . 

[Emphasis added.] 

Inappropriate hindsight has been used to mold the probiem and to make Gaster appear 
relevant. The problems to be solved in Gaster are completely different than the problems 
facing the inventors of the pending invention. Therefore, Gaster should not be found to be 
analogous art. 

Last, assuming, argtmuio, that Gaster is found to be analogous art, and this is not an 

acceptance of Gaster as a proper teference. .Applicant contends that obviousness has not and 
cannot be established when the pending invention is appreciated in light, of the specificauon 
and claims. 

Applicant incoqx>raies herein the arguments previously nuide herein regarding how 
the process and product in Gaster concerns an over-molded material being on the outside of 
the product aiound, and through openings in, the flanges and not between any component. 
Because of the discussion supra, it is Applicant's position that Gaster does not make 
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Applicant's invention obvious where Applicant's invention concerns a method and an 
apparatus for sealing a hard shei! capsule having coaxiai body parts which overlap when 
telescopically joined where sealing fluid is injected in the overlap. The method was previous 
described and ts uiooipojated heieui ! he appaiatus ciimfjuses 

{]) ct ioahng c\<mp to damp and noid the capsule m an upnghi. posjtton <jud 
(2) ineans lo inject a scahng tluul m {he o\ ei K^p ofihc hods paits 
As dis-cussed already, Gaster fails to at least describe uijection of a seahng tluid in the 
overlap formed from coaxiai, telescopically-joined body parts. Therefore, Gaster should not 
be found sufficient to make Applicant's invention obvious. 

Moreover, the obvious rejection concerns claims 1.0-12 and 16. Applicant is unable 
to iocate hi Gaster where the limitations of claims 10 to 12 and 16 are discussed. The Final 
Office Action also provides other references: US 3847694, US 4235832, US 42(y!947, and 
US 4628850, The Final Office Action provides no guidance as to which claims these 
references provide the state of the art and does not provide any information as to which 
rejected claim is made obvious in light of any of these four state-of-the-art references. The 
Final Office Action fails to comply with KSR and the new guidelines for rejecting claims 
based on 103. If the claims are not allowed, Applicant respectfully requests a thorough 
Graham factor analysis regarding Gaster alone and in any combination with the references 
regarding the state of the art. 

Applicant also contends that the four state-of-the art references are non-analogous art 
for reasons similar to the challenge of Gaster as non-analogous ait. 

Applicant respectfully requests the withdrawal of tlie 103(a) rejection for claims 10 to 
12 and 1 6. If the rejection is not withdrawn. Applicants request a thorough Graham factual 
anai\ .sis, uKiudsng an affidaxit from the EKarainer to the extent that the Fxarainer relies on 
his pcisonal knouk'di:!.' foi the basis of I'le 10^ teicvlJon i^CFR 1 iO-NUK-) And as 
pre\ u)u^l> requested, (f the lejeclion is not withdrawn. Applicant requests specdlc citations 
to the "well-known" technology referenced in the rejection to allow Applicant an opportunity 
to review any references, including a thorough Graham analysis of each. 37 CFR 1 , 1 04, 
specifically, but not limited to, 37 CFR 1. 104(c)(2). 
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Concltision 

Applicant believes that the claims are in order for aOowajice, early notice of whicTi is 
requested. If Examiner has any questions concerning this application, E.xarainer is invited to 
contact tJie below-signed attorney. A one-month extension fee is due. Please charge any 
payment or credit any overpayment to Charge Account 16-1445. 



RespectiuUy submitted, 



/Man' J. }-ioslcv/ Pate: 29 Fehmarx' 200^ 

Man J. Hosley, .Attorney, RegistfJJtton .No. 48,324 
Attonicy for .Applicant 
Pfizer, inc 

1 50 East 42nd Street. Floor 5 
New York, NY 10017-5612 

Telephone No. 212.733-0460: Telefax No. 212.573-1 939 



